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DETAILED ACTION 

This is the third Office Action based on the 10/827572 application filed April 19, 2004. 
Claims 1-34 and 66-68 as amended are currently pending and considered below. 

Drawings 

1 . New corrected drawings in compliance with 37 CFR 1 .121 (d) are required in this 
application because the drawings currently submitted by applicant are elementary in 
nature and not sufficient to describe the invention (most notably figures 3, 4, and 5). 
The examiner further notes that Figure 3 appears to be comprised of 3 separate figures, 
none of which is currently labeled independently (i.e.: 3A, 3B, and 3C). 

2. Applicant is advised to employ the services of a competent patent draftsperson 
outside the Office, as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The requirement for corrected drawings will not be held 
in abeyance. 

Specification 

3. The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01 . 
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4. The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 



Terminal Disclaimer 

5. The terminal disclaimer filed on July 23, 2009 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
10/827576 and 10/827390 has been reviewed and is accepted. The terminal disclaimer 
has been recorded. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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8. Claims 1-9, 15-17, 20, 21, 25-34, and 66-68 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over USPGPub 2002/0065509 A1 to Lebel et al in view of 
USPGPub 2005/0004553 A1 to Douk. 

Regarding the above claims, Lebel et al teach a device comprising a body 
portion (6); at least one extensible finger (16) coupled to said body portion; at least one 
reservoir (84) in communication with said extensible finger; and a control circuitry 
(Paragraph [0140]) coupled to said body portion. Lebel et al further disclose a device 
for data storage [0139], a sensor [0152], a pump or actuator (86; [0140]), a wireless 
data transmitter and receiver or controller ([0141]-[0148]), and a source of a drug 
[0139]. Lebel et al further disclose a device for shunting flow (16), and a fluid dispenser 
carried by the extensible finger (terminal end of catheter 16) to operate at a controlled 
rate [0160]. Lebel et al also disclose a processor (72), software [0148], that the device 
is configured for full placement in vivo, in a human animal, in a location corresponding 
to one physiological variable that needs to be treated (Abstract). Furthermore, Lebel et 
al disclose that the device provides a treatment to the patient comprising a medical 
agent (insulin delivery), and that the device communicates exterior to the patient (Fig. 
3). Lebel et al do not disclose, however, that the extensible finger is composed of a 
plurality of retractable segments which are configured to controllably telescopically 
extend from the body portion. 

Douk teaches an implantable sheath catheter having a plurality of retractable 
segments (402, 403, 404) which are configured to controllably telescopically extend (via 
positioning wire 406; Figs. 4 and 5). Regarding claims 15 and 16, Douk further teaches 
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that the plurality of retractable segments are configured to articulate at joints of adjacent 
segments (407-412, for example) and that the segments are hollow (Figs. 4 and 5). 
Further, regarding claims 66-68, the segments of Douk are configured to slidably 
collapse against adjacent segments (Fig. 5), impart length adjustability to the at least 
one extensible finger, and impart adjustability to the articulation of the at least one 
extensible finger (Figs. 4 and 5; the device can change in length, and the articulation of 
the segments changes based on whether the catheter is extended (Fig. 4), retracted 
(Fig. 5), or somewhere in between (not shown)). 

At the time of invention, it would have been obvious to one having ordinary skill in 
the art to substitute the extensible finger having a plurality of retractable segments of 
Douk for the extensible finger having a single segment of Lebel et al, because doing so 
would allow the physician to change the length of the catheter in vivo instead of having 
to alter the length of the catheter prior to insertion, and further it prevents the physician 
from having to remove the catheter in order to change its length after insertion. 

Regarding claims 9 and 31 , Lebel et al and Douk teach the device of claims 1 
and 30 as described above, but fail to teach that the delivered compound is a 
combination of two or more substances, or that the device is implanted in the 
vasculature. However, combination of drugs or substances for delivery is known in the 
drug delivery art, as is placement of the delivery device in the blood stream. Therefore, 
both of these limitations would have been obvious to one having ordinary skill in the art 
at the time the invention was made. 
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9. Claims 1-9, 15-17, 20, 21, 25-34, and 66-68 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over USPN 4,944,659 to Labbe et al in view of USPGPub 
2005/0004553 A1 to Douk. 

Regarding the above claims, Labbe et al disclose a device comprising a body 
portion (3); at least one extensible finger (20) coupled to said body portion; at least one 
reservoir (12) in communication with said extensible finger; and a control circuitry 
(Figure 4) coupled to said body portion. Labbe et al further disclose a device for data 
storage (Fig. 4), a sensor (70; Col. 4, lines 11-16), a pump or actuator (52), a wireless 
data transmitter and receiver or controller (60), and a source of a drug (Col. 4, lines 24- 
25). Labbe et al further disclose a device for shunting flow (20), and a fluid dispenser 
carried by the extensible finger (terminal end of catheter 20) to operate at a controlled 
rate (Col. 4, lines 18-30). Labbe et al also disclose a processor (66), software (Fig. 4; 
Col. 4, lines 3-18), that the device is configured for full placement in vivo, in a human 
animal, in a location corresponding to one physiological variable that needs to be 
treated (Col. 2, lines 55-60). Furthermore, Labbe et al disclose that the device provides 
a treatment to the patient comprising a medical agent (Col. 2, lines 56-58), and that the 
device communicates exterior to the patient (Col. 2, lines 59-60). Labbe et al do not 
disclose, however, that the extensible finger is composed of a plurality of retractable 
segments which are configured to controllably telescopically extend from the body 
portion. 

Douk teaches an implantable sheath catheter having a plurality of retractable 
segments (402, 403, 404) which are configured to controllably telescopically extend (via 
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positioning wire 406; Figs. 4 and 5). Regarding claims 15 and 16, Douk further teaches 
that the plurality of retractable segments are configured to articulate at joints of adjacent 
segments (407-412, for example) and that the segments are hollow (Figs. 4 and 5). 
Further, regarding claims 66-68, the segments of Douk are configured to slidably 
collapse against adjacent segments (Fig. 5), impart length adjustability to the at least 
one extensible finger, and impart adjustability to the articulation of the at least one 
extensible finger (Figs. 4 and 5; the device can change in length, and the articulation of 
the segments changes based on whether the catheter is extended (Fig. 4), retracted 
(Fig. 5), or somewhere in between (not shown)). 

At the time of invention, it would have been obvious to one having ordinary skill in 
the art to substitute the extensible finger having a plurality of retractable segments of 
Douk for the extensible finger having a single segment of Labbe et al, because doing so 
would allow the physician to change the length of the catheter in vivo instead of having 
to alter the length of the catheter prior to insertion, and further it prevents the physician 
from having to remove the catheter in order to change its length after insertion. 

Regarding claims 9 and 31 , Labbe et al and Douk teach the device of claims 1 
and 30 as described above, but fail to teach that the delivered compound is a 
combination of two or more substances, or that the device is implanted in the 
vasculature. However, combination of drugs or substances for delivery is known in the 
drug delivery art, as is placement of the delivery device in the blood stream. Therefore, 
both of these limitations would have been obvious to one having ordinary skill in the art 
at the time the invention was made. 
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1 0. Claims 1 , 1 0-1 6, 1 8, 1 9, 23, 24, and 66-68 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over USPN 6,296,638 B1 to Davison et al in view of USPGPub 
2005/0004553 A1 to Douk. 

Regarding the above claims, Davison et al disclose a device comprising a body 
portion (10); at least one extensible finger (42) coupled to said body portion; at least one 
reservoir (32) in communication with said extensible finger; and a control circuitry (Col. 
17, lines 40-49) coupled to said body portion. Davison et al further disclose an 
operative tool in communication with the extensible finger (102, 103, 104), as well as a 
tool positioner (handle 204). Davison et al also disclose that the operative tool is a 
device for ablation (Col. 19, lines 7-9), that the control circuitry guides (provides 
complete control over) the tool (Col. 17, lines 40-42), and a source of electric charge 
(10). Davison et al also disclose a device for evacuating a target or cauterizing (102, 
103, 104), and that the control circuitry is coupled to guide or control the extensible 
finger (10). Davison et al do not disclose, however, that the extensible finger is 
composed of a plurality of retractable segments which are configured to controllably 
telescopically extend from the body portion. 

Douk teaches an implantable sheath catheter having a plurality of retractable 
segments (402, 403, 404) which are configured to controllably telescopically extend (via 
positioning wire 406; Figs. 4 and 5). Regarding claims 15 and 16, Douk further teaches 
that the plurality of retractable segments are configured to articulate at joints of adjacent 
segments (407-412, for example) and that the segments are hollow (Figs. 4 and 5). 
Further, regarding claims 66-68, the segments of Douk are configured to slidably 
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collapse against adjacent segments (Fig. 5), impart length adjustability to the at least 
one extensible finger, and impart adjustability to the articulation of the at least one 
extensible finger (Figs. 4 and 5; the device can change in length, and the articulation of 
the segments changes based on whether the catheter is extended (Fig. 4), retracted 
(Fig. 5), or somewhere in between (not shown)). 

At the time of invention, it would have been obvious to one having ordinary skill in 
the art to substitute the extensible finger having a plurality of retractable segments of 
Douk for the extensible finger having a single segment of Davison et al, because doing 
so would allow the physician to change the length of the catheter during a procedure 
instead of being attached to a particular length chosen prior to the start of a surgical 
procedure. 

1 1 . Claims 1 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,086,528 to Adair in view of USPGPub 2005/0004553 A1 to Douk. 

Regarding the above claims, Adair teaches a body (handle), an extending part 
(probe), at least one receiving body (syringe) and a control circuit. The system also 
teaches use in stent delivery (Col. 2, lines 25-30). Adair does not disclose, however, 
that the extensible finger is composed of a plurality of retractable segments which are 
configured to controllably telescopically extend from the body portion. 

Douk teaches an implantable sheath catheter having a plurality of retractable 
segments (402, 403, 404) which are configured to controllably telescopically extend (via 
positioning wire 406; Figs. 4 and 5). Regarding claims 15 and 16, Douk further teaches 
that the plurality of retractable segments are configured to articulate at joints of adjacent 
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segments (407-412, for example) and that the segments are hollow (Figs. 4 and 5). 
Further, regarding claims 66-68, the segments of Douk are configured to slidably 
collapse against adjacent segments (Fig. 5), impart length adjustability to the at least 
one extensible finger, and impart adjustability to the articulation of the at least one 
extensible finger (Figs. 4 and 5; the device can change in length, and the articulation of 
the segments changes based on whether the catheter is extended (Fig. 4), retracted 
(Fig. 5), or somewhere in between (not shown)). 

At the time of invention, it would have been obvious to one having ordinary skill in 
the art to substitute the extensible finger having a plurality of retractable segments of 
Douk for the extensible finger having a single segment of Adair, because doing so 
would allow the physician to change the length of the catheter during a procedure 
instead of being attached to a particular length chosen prior to the start of a surgical 
procedure. 

Response to Arguments 

12. Applicant's arguments with respect to claims 1 -34 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 
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14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTORIA P. CAMPBELL whose telephone number is 
(571)270-5035. The examiner can normally be reached on Monday-Thursday, 7-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 10/827,572 Page 12 

Art Unit: 3763 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Victoria P Campbell 
Examiner, AU 3763 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 



